TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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ABRAMS, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner

finally rejecting clains 16-19, 22-24, 26-37 and 39-41, which

! Application for patent filed January 22, 1996.
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constitute all of the clainms remaining of record in the

appl i cation.

The appellant's invention is directed to a heat
accunul at or.
The subject natter before us on appeal is illustrated by
reference to claim 16, which reads as foll ows:

16. A heat accunul ator, conprising an interior envel ope
cont ai ni ng an accunul ator core; an exterior envel ope
surroundi ng said interior envel ope at distance therefromso as
to forman insulating chanber; two |ines extending through said
i nsul ati ng chanber and including an inflow |line and an outfl ow
line for a heat conveying nmedium each of said |lines having a
line section extending in said insulating chanber, said |line
sections being fornmed of a netal having | ow heat conducting
capability.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Lucke 2,447, 259 Aug. 17, 1948
Bottumet al. (Bottum 3, 344, 506 Cct. 3, 1967
Schat z 5,090, 474 Feb. 25, 1992

Flinn et al., "Engineering Materials", 1975., pages 158-161.
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THE REJECTI ONS?

Clainms 16-19 and 39 stand rejected under 35 U.S.C. § 103
as bei ng unpatentable over Schatz in view of Engineering
Mat eri al s.

Cl ains 22-24, 26-37, 40 and 41 stand rejected under 35
U S.C. 8§ 103 as being unpatentable over Schatz in view of Lucke
and Bottum

The rejections are explained in the Exam ner's Answer.

The opposing viewpoints of the appellant are set forth in

the Bri ef.

CPI NI ON
After consideration of the positions and argunents set
forth by both the exam ner and the appellant, we have concl uded
that the teachings of the references relied upon fail to

establish a prima facie case of obviousness with respect to the

cl ai med subject matter. This being the case, we will not

2 A nunber of clainms were anmended after the fina
rejection, which overcane rejections under 35 U. S.C. § 112,
second paragraph. See Papers Nos. 10, 11, 15 and 16.
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sustain either of the rejections. Qur reasons for this
deci sion fol |l ow.

Both of the rejections are on the basis of obvi ousness
under 35 U.S.C. § 103, for which the test is what the conbi ned
teachings of the prior art woul d have suggested to one of
ordinary skill in the art. See In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prima
faci e case of obviousness under 35 U.S.C. § 103, it is
I ncunbent upon the exam ner to provide a reason why one of
ordinary skill in the art would have been led to nodify a prior
art reference or to conbine reference teachings to arrive at
the clained invention. See Ex parte Capp, 227 USPQ 972, 973
(BPAI 1985). To this end, the requisite notivation nmust stem
from sone teaching, suggestion or inference in the prior art as
a whole or fromthe know edge generally available to one of
ordinary skill in the art and not fromthe appellant's
di scl osure. See, for exanple, Uniroyal, Inc. v. Rudkin-WIey
Corp., 837 F.2d 1044, 1052, 5 USPRd 1434, 1052 (Fed. Cr.),

cert. denied, 488 U S. 825 (1988).
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According to the appellant, the connection Iines to heat
accunul ators whi ch pass through the insul ati on chanber between
the exterior and interior walls have been made of plastic in
the prior art, because the heat conductivity of plastic is |less
than that of netal (specification, page 1). However, the
appel l ant continues, plastic lines suffer from probl ens,
including an inability to withstand nechani cal stresses and to
be sealed properly with the netal walls through which they
pass. The appellant’s invention solves these probl ens by
utilizing for the connection lines a netallic material that has
a | ow heat-conducting capability, such as “rust- and aci d-
resi stant chrom umnickel alloy steel,” which can withstand the
stresses and is easily sealed to the walls, while stil
consi derably reduci ng heat | osses (specification, pages 2 and
5). As manifested in independent clains 16, 40 and 41, the
i nvention requires, inter alia, that the lines be forned “of a
nmetal having | ow heat conducting capability.”

The Rejection On The Basis of Schatz
And Engi neering Materials
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Claim 16 has been rejected as being unpatentabl e over the
conbi ned teachi ngs of Schatz and Engi neering Materials. It is
the exam ner’s position that Schatz discloses all of the
cl ai med subject matter except for the teaching of formng the
lines of a netal having | ow heat conducting capability, but
that this is taught by Engineering Materials, and it would have
been obvious to one of ordinary skill in the art to formthe
lines of Schatz of the clainmed netal rather than the disclosed
plastic. The appellant argues that the applied references
woul d not have suggested this to the artisan, for severa
reasons. W agree.

Schatz discloses formng the inlet and outlet |ines of
plastic, which gives rise to the precise problens which the
appel | ant seeks to overcone. Engineering Materials discloses
on page 160, in a table entitled “TYPI CAL PROPERTI ES OF NI CKEL
ALLOYS,” ten nickel alloys, including Inconel 600. The
exam ner states that this reference establishes Inconel 600 “as
exhibiting . . . lowthermal conductivity” (Answer, page 5).

As did the appellant, we take issue with this concl usion.
Nowhere in this reference do we find even the nention of the

thermal conductivity of this or the other nickel alloys, nuch
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| ess a teaching that Inconel 600 exhibits the property of |ow
heat conducting capability, which is required by claim16.

The nere fact that the prior art structure could be
nodi fi ed does not make such a nodification obvious unless the
prior art suggests the desirability of doing so. See In re
Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. G
1984). W fail to perceive any teaching, suggestion or
incentive in either Schatz or Engi neering Materials which would
have | ed one of ordinary skill in the art to formthe |ines of
Schatz of a netal having a | ow heat conducting capability
rat her than of plastic, as disclosed by Schatz, other than the
hi ndsi ght acquired by one who first viewed the appellant’s
di scl osure. This, of course, is not a proper basis for a
rejection under Section 103. See In re Fritch, 972 F.2d 1260,
1266, 23 USPQ2d 1780, 1784 (Fed. Cir. 1992).

The teachings of the two applied references therefore fai
to establish a prima facie case of obviousness wth regard to
the subject matter of independent claim16 or, it follows, of

the cl ai ns dependent therefrom
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The Rejection On The Basis O
Schat z, Lucke and Bottum

I ndependent clainms 40 and 41 stand rejected as being
unpat ent abl e over Schatz in view of Lucke and Bottum The
exam ner begins with the proposition that

Schatz ('474) discloses all the clained features of

the invention with the exception of the line section

bei ng provided with an al um num connecti ng sl eeve in

an area adjoining the interior envelope and in an

area | eading out of the exterior envel ope (Answer,

pages 5-6).

He goes on to look to Lucke for a teaching of using sleeves
bonded to |ines where they go through interior casing walls and
Bottum for a teaching of doing the sane with al um num sl eeves
where the lines go through external casing walls, concluding
that it woul d have been obvious to add these features to the
Schatz structure.

This rejection is fatally defective on its face, in that
both clains require lines forned of “a metal having | ow heat

conducting capability,” which is not found in Schatz, as the

exam ner admtted in the rejection of claim 16, and which al so



Appeal No. 98-1554 Page 9
Application No. 08/586, 894

appears not to exist in either of the newy applied references.
Thi s being the case, even assum ng, arguendo, that the
secondary references teach what the exam ner says they teach
and are properly conbinable with Schatz, the teachings of the
three references fail to establish a prima facie case of
obvi ousness with regard to the subject matter of clains 40 and
41. Moreover, we note in passing that this defect woul d not be
cured by addi ng Engi neering Materials to this conbination in
view of the deficiencies in that reference pointed out above
viz a viz the matter of teaching | ow heat conducting
capability.

This analysis also applies to the rejection on these sane
grounds of clainms 22-24 and 26-37, all of which depend from

claiml6.
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SUMVARY
Nei t her rejection is sustained.

The decision of the exam ner is reversed.
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REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

LAVWRENCE J. STAAB APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

MURRI EL E. CRAWORD
Adm ni strative Patent Judge
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